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DETAILED ACTION 

Drawings 

1 . The drawings are objected to as failing to comply with 37 CFR 1 .84(p)(4) 
because reference character "27" has been used to designate both a clamp fitting and a 
transponder. Corrected drawing sheets in compliance with 37 CFR 1.121(d) are 
required in reply to the Office action to avoid abandonment of the application. Any 
amended replacement drawing sheet should include all of the figures appearing on the 
immediate prior version of the sheet, even if only one figure is being amended. Each 
drawing sheet submitted after the filing date of an application must be labeled in the top 
margin as either "Replacement Sheet" or "New Sheet" pursuant to 37 CFR 1.121 (d). If 
the changes are not accepted by the examiner, the applicant will be notified and 
informed of any required corrective action in the next Office action. The objection to the 
drawings will not be held in abeyance. 



Specification 

2. The disclosure is objected to because of the following informalities: The sections 
of the specification are not clearly labeled with headings, such as "Background of the 
Invention", "Brief Description of the Figures", etc. In page 4 line 4, "male part 4 or 5" 
should be changed to --male part 4 or 6-. 
Appropriate correction is required. 
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Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 5, 12, 18 - 20, 22 and 26 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

5. Claim 5 recites the limitation "the female parts". There is insufficient antecedent 
basis for this limitation in the claim. The examiner believes claim 5 should depend from 
claim 3. 

6. Claims 12 and 26 use the trademark Teflon. The use of trademarks in the claims 
renders the claims indefinite because the definition of a trademark can be changed. 

7. Claim 18 recites the limitation "the protective shell". There is insufficient 
antecedent basis for this limitation in the claim. The examiner believes claim 18 should 
depend from claim 17. 

8. Claim 19 uses the trademarks nanochem and IPX. The use of trademarks in the 
claim renders the claim indefinite because the definition of a trademark can be changed. 

9. Claim 20 recites the limitation "the optional protective shell". There is insufficient 
antecedent basis for this limitation in the claim. Additionally, the use of "optional" also 
makes the indefinite since it is not clear whether the structure is required in the claim. 

10. Claim 22 recites the limitation "the transponder". There is insufficient antecedent 
basis for this limitation in the claim. The examiner believes claim 22 should depend from 
claim 21 . 
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Claim Rejections - 35 USC § 102 

1 1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1 ) an application for patent, published under section 1 22(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

12. Claims 1, 3, 17, 18, and 27 are rejected under 35 U.S.C. 102(e) as being 
anticipated by US Patent No. 6,652,749 to Stankowski et al. 

Stankowski teaches An in-line filter provided with a substantially elongated filter 
housing in which filtering material is included, the filter housing being provided on a first 
end with an inflow opening and on a second, opposite end with an outflow opening, 
while at the inflow opening and the outflow opening fastening means are provided for 
fastening a supply or discharge tube, respectively, wherein the fastening means are 
quick-change couplings, a respective quick-change coupling having a coupled 
condition and an uncoupled condition, while in the quick-change coupling a shut-off 
valve is provided which, in the coupled condition, assumes an open position and thus 
allows gas to pass and which, in an uncoupled condition, assumes a closed position 
and thus does not allow gas to pass. Figure 1 of Stankowski shows an inline filter (12) 
provided with a substantially elongated filter housing. The filter (12) inherently includes 
filtering material. The filter has a coupling (20, 21) at each end that form the inflow and 



Application/Control Number: 10/567,949 Page 5 

Art Unit: 1797 

the outflow openings. The receivers (19, 22) form the other part of the fastening means 
that provide a supply and discharge tube. As shown the fastening means can be 
considered to be quick change couplings since the couplings (20, 21) just need to be 
slid into the receivers, which allows for a quick change. A valve (25, 26) is provided with 
both quick change couplings. In the coupled position the valve are open and in the 
uncoupled condition the valves are closed and no flow is allowed. 

In regard to claim 3, the couplings (20, 21) form male parts and the receivers (19, 
22) form female parts of the quick change coupling. As shown, a bore extends, which 
forms the fluid communication between the supply or discharge tube, respectively, and 
the inflow opening or outflow opening, respectively, of the filter housing, while, with the 
male parts (20, 21 ) and the female part (19, 22) in coupled condition, the quick-change 
coupling is in the coupled condition and with the male part and the female part in 
uncoupled condition, the quick-change coupling is in the uncoupled In regard to claim. 

In regard to claims 17, 18, and 27, as discussed in column 3 lines 58 - 60, the 
filter (12) of Stankowski can include a reusable housing having a disposable inner 
cartridge. In this case, the inner cartridge can be considered the substantially elongated 
filter housing, as broadly claimed, and the reusable hosing can be considered a 
protective shell, as broadly claimed. Since the protective shell is part of the filter (12) 
and the entire filter is between the receivers (19, 22), or female parts, the protective 
shell is inherently between the female parts. 

13. Claim 23 is rejected under 35 U.S.C. 102(b) as being anticipated by US Patent 
No. 5,194,233 to Kitahara et al. 
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Kitahara teaches a filter provided with a filter housing in which filtering material is 
present for removing water, oxygen and hydrocarbons from a gas flow, where the 
filtering material does not contain alkali metals or alkaline earth metals. Figure 1 of 
Kitahara shows a filter for rare gas purification having a housing (not numbered) 
containing a getter (3). As disclosed in the abstract the filter removes water, oxygen, 
and hydrocarbons with a filtering material that does not contain alkali metals or alkaline 
earth metals. 



Claim Rejections - 35 USC § 103 

14. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

15. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

16. Claims 2, 4, 5, 8, 9, 13, 15, 24 and 25 are rejected under 35 U.S.C. 103(a) as 



being unpatentable over Stankowski. 
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In regard to claim 2, as shown in figure 1, Stankowski provides one of the valves 
(25) in the supply or discharge tube, but the other valve (26) is provided in the coupling 
(21 ) of the filter. Thus, Stankowski does not disclose the shut-off valve of the quick 
change coupling at both the inflow and outflow openings to remain connected to the 
supply or discharge portions. One of ordinary skill in the art, however, would reasonably 
expect that the connection could be formed in an equivalent manner by using the 
identical top and bottom couplings with the valve in the supply or discharge parts. One 
of ordinary skill in the art would also reasonably expect that there may be situations 
where the entire filter needs to be replaced, in which case it would not be desirable to 
have to dispose of and replace a filter with a valve that will make the filter more costly. 
Thus, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify Stankowski to include both shut-off valves in the supply or discharge 
tubes so that the filter could be produced more cheaply without a valve and eliminating 
the need to dispose of an operating valve given the need for filter replacement. 

In regard to claim 24, as discussed above in paragraph 12 with respect to claim 
3, the couplings (20, 21 ) form male parts and the receivers (19, 22) form female parts of 
the quick change coupling. The male and female parts would remain the same 
regardless of the placement of the valves. As shown, a bore extends, which forms the 
fluid communication between the supply or discharge tube, respectively, and the inflow 
opening or outflow opening, respectively, of the filter housing, while, with the male parts 
(20, 21) and the female part (19, 22) in coupled condition, the quick-change coupling is 
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in the coupled condition and with the male part and the female part in uncoupled 
condition, the quick-change coupling is in the uncoupled In regard to claim. 

In regard to claims 4, 5, and 25, Stankowski shows the male parts to be 
connected to the filter and the female parts to be connected to the supply and discharge 
lines. One of ordinary skill in the art, however, would reasonably expect the location of 
the male and female parts to be a matter of design choice. As long as a coupling has 
both a male and a female part, it is not critical which part is located on the filter, or the 
supply or discharge tube. Thus, it would have been obvious to one of ordinary skill in 
the art at the time of the invention to modify Stankowski to include the female parts on 
the filter and the male parts on the supply and discharge tubes as a matter of design 
choice since the location of the male and female parts is not critical and the couplings 
would function in a substantially equivalent manner. 

In regard to claim 15, given the obvious modification discussed above where the 
female parts are located on the supply and discharge tubes, the female parts and filter 
housing would inherently be connected by a detachable connection. 

In regard to claim 8, as discussed above, it would have been obvious to both 
include both valves in the supply and discharge tubes and to use the male parts on the 
supply and discharge tubes. Thus, performing both of these modifications of Stankowski 
would inherently lead to both shut-off valves being located in the male part on the 
supply and discharge tubes. 

In regard to claim 9, as shown in figure 2a, the valve (26) of Stankowski in the 
coupling (21 ), or male part, is biased closed by a spring (1 1 ). The valve inherently would 
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remain the same given the modification where the male part is located on the supply or 
discharge tube. 

In regard to claim 13, as discussed in paragraph 12, Stankowski discloses a 
coupling where the male and female parts are pushed together. Stankowski does not 
disclose connecting the male and female parts by screw thread. The use of screw 
thread to connect male and female parts, however, is well known in the art. One of 
ordinary skill in the art would reasonably expect that couplings with the male and female 
parts only pushed together and held by friction could be susceptible to becoming 
inadvertently disconnected by a user that accidentally knocks into the filter, or supply or 
discharge lines. Screw connections need to be twisted for disconnection and predictably 
are more resistant to being accidentally disconnected. Thus, it would have been obvious 
to one of ordinary skill in the art at the time of the invention to modify Stankowski to 
include screw threads to connect the male and female parts in order to avoid the 
possibility of the filters becoming accidentally disconnected, given a situation where the 
filters are used in a location where the users are susceptible to knocking into the filter or 
the lines connected to the filter. 



Allowable Subject Matter 

17. Claims 6, 7, 10, 11, 14, 16, and 21 objected to as being dependent upon a 
rejected base claim, but would be allowable if rewritten in independent form including all 
of the limitations of the base claim and any intervening claims. 
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Conclusion 

18. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Other prior art references listed on the PTO-892 (Notice of References Cited) are 
considered to be of interest disclosing similar filters. 

1 9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ROBERT A. CLEMENTE whose telephone number is 
(571 )272-1476. The examiner can normally be reached on M-F, 7:00-3:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Duane Smith can be reached on (571) 272-1 166. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

RAC /Duane S. Smith/ 

Supervisory Patent Examiner, Art Unit 1797 
9-4-08 



